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DETAILED ACTION 



Double Patenting 



1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attomey or agent of record may sign a 
terminal disclaimer. A tenninal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1 -1 5 stand rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-5 of U.S. Patent No. 
6,723,001 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claims 1-5 of U.S. Patent No. 6,723,001 have the ratio 
of the width to the length and a club being a putter as the only differences. The ratio is 
the feature which made claims 1-5 of U.S. Patent No. 6,723,001 allowable. As such it 
would be obvious to remove this element of structure since all ovals with have a ratio of 
width to length and now the claims do not require it. Claims 1-2 of this application 
contain all the elements of structure which where claimed in claims 1 , and 4-5 of patent 
6,723.001. 



f 
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Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-2, and 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cacicedo in view of Bloom, Radakovich and Takeuchi. 

Cacicedo discloses a hand grip having an oval shape with a front edge having a 
larger radius than a rear edge (Fig. 10), an upper edge and a lower edge (Fig. 17), an 
oval cross section shape along substantially the entire handle between an upper and 
lower edge (Fig. 17), and a grip cap having no vent hole (Fig. 13) in order to establish a 
stiffness and feel to a hand grip (Abstract). 

Cacicedo lacks a putter, an oval cross section shape along the entire handle 
between an upper and lower edge, a length dimension being perpendicular to a first 
plane of a ball striking face, alignment indicia on an upper edge with a first alignment 
line in a direction perpendicular to a first plane of a ball striking face, a second 
alignment line being perpendicular to a first alignment line, parallel to a ball striking face 
and a first alignment line and second alignment line intersecting to form four angles and 
a cross. 
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Bloom discloses a putter (Fig. 4), an elongated axis of an oval, cross-sectional 
shape having a length being perpendicular to the plane of the ball striking face 
(Abstract), and an oval cross section shape along the entire handle between an upper 
and lower edge in order to have an ergonomic gripping surface that promotes a 
preferred palm and promotes proper hand and body placement (Abstract). In view of 
the patent of Bloom it would have been obvious to modify the club of Cacicedo to 
include a putter in order to utilize the advantages of establishing a stiffness and feel to a 
handgrip for a putter. In addition, in view of the patent of Bloom it would have been 
obvious to modify the club of Cacicedo to have an elongated axis of an oval along the 
entire handle between an upper and lower edge, cross-sectional shape having a length 
being perpendicular to the plane of the ball striking face in order to promote a preferred 
palm and promotes proper hand and body placement along the handle and in order to 
have the same feel along the entire length of a grip. 

Radakovich discloses a sighting device placed on a flat surface of a grip end 
(Figs. 4-5) having a length dimension being perpendicular to a first plane of a ball 
striking face, an alignment device on an upper edge with a first alignment line (Ref. Nos. 
92, 48, Fig. 5) in a direction perpendicular to a first plane of a ball striking face, a 
second alignment line (Ref. No. 94 in figure 4 and the boundary line for figure 5) being 
perpendicular to a first alignment line, parallel to a ball striking face (Fig. 5, Col. 5, Lns. 
26-39), indicia on flat surface in the form of indicia on a sticker which is placed on a butt 
end of a grip, a design of an arrow may be varied (Fig. 5, Col. 5, Lns. 27-33) in order to 
improve accuracy (Col. 1 , Lns. 7-10) by improving alignment and control of a face (Col. 
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1, Lns. 35-37). and a grip able to be used with a putter. Takeuchi discloses alignment 
lines for grip positioning on a shaft being on a flat surface of a grip and being indicia 
(Fig. 5, Col. 4, Lns. 11-16) filling up the entire length and width of a grip top flat surface 
except the center (Fig. 5). In view of the patent of Radakovich it would have been 
obvious to modify the putter of Cacicedo to have a sighting device placed on a flat 
surface of a grip end having a length dimension being perpendicular to a first plane of a 
ball striking face, an alignment device on an upper edge with a first alignment line in a 
direction perpendicular to a first plane of a ball striking face, a second alignment line 
being perpendicular to a first alignment line, parallel to a ball striking face and 
intersecting a first alignment line in order to assist a golfer in improving accuracy by 
improving alignment and control of a face of a club. In view of the patent of Radakovich 
and Takeuchi it would have been obvious to modify the putter of Cacicedo to have the 
alignment lines being indicia and taking up the entire length, width and center of a grip 
top flat surface and a first alignment line and second alignment line intersecting to form 
four angles and a cross in order to minimize the number of parts needed for a grip by 
having indicia and in order to be more visually visible for a golfer by using the entire 
surface for the alignment indicia. As such for an oval shaped grip a first alignment line 
will be longer than a second alignment line. 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cacicedo 
in view of Bloom, Radakovich and Takeuchi as applied to claims 1-2 and 4-5 above, 
and further in view of Eberle or Dishner. 
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Cacicedo lacks a handle extending at least half of the overall length of the club 
from the head to the upper end of a shaft. Eberle discloses an elongated handle having 
a generally oval, cross-sectional shape including rounded front and rear edges (Fig. 3), 
an elongated axis of an oval, cross-sectional shape being perpendicular to the plane of 
the ball striking face (Col. 3, Lns. 55-57), and a handle having a length approximately 
half the overall length of the golf club (Fig. 1 ) in order to have a pendulum type putter 
(Col. 1, Lns. 7-32). Dishner discloses an elongated handle having a generally oval, 
cross-sectional shape including rounded front and rear edges (Fig. 3), and a handle 
having a length approximately half the overall length of the golf club (Figs. 5-6) in order 
to have a length adaptable to a wide variance of personal stances and physiognomy 
(Col. 4, Lns. 13-14). In view of the patents of Eberle or Dishner It would have been 
obvious to modify the putter of Cacicedo to have a handle extending at least half of the 
overall length of the club from the head to the upper end of a shaft in order to be able to 
modify the stiffness and feel for a handle of a pendulum type putter and to have a length 
adaptable to a wide variance of personal stances and physiognomy. 

6. Claims 6-7, and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bloom in view of Radakovich and Takeuchi. 

Bloom discloses a putter (Fig. 4), an elongated axis of an oval, cross-sectional 
shape having a length being perpendicular to the plane of the ball striking face 
(Abstract), and an oval cross section shape along the entire handle between an upper 
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and lower edge in order to have an ergonomic gripping surface that promotes a 
preferred palm and promotes proper hand and body placement (Abstract). 

Boom lacks an alignment indicia on an upper edge with a first alignment line in a 
direction perpendicular to a first plane of a ball striking face, a second alignment line 
being perpendicular to a first alignment line, parallel to a ball striking face and 
intersecting a first alignment line. 

Radakovich discloses a sighting device placed on a flat surface of a grip end 
(Figs. 4-5) having a length dimension being perpendicular to a first plane of a ball 
striking face, an alignment device on an upper edge with a first alignment line (Ref. Nos. 
92, 48, Fig. 5) in a direction perpendicular to a first plane of a ball striking face, a 
second alignment line (Ref. No. 94 in figure 4 and the boundary line for figure 5) being 
perpendicular to a first alignment line, parallel to a ball striking face (Fig. 5, Col. 5, Lns. 
26-39), indicia on flat surface in the form of indicia on a sticker which is placed on a butt 
end of a grip, a design of an arrow may be varied (Fig. 5, Col. 5, Lns. 27-33) in order to 
improve accuracy (CoL 1, Lns. 7-10) by improving alignment and control of a face (Col. 
1, Lns. 35-37), and a grip able to be used with a putter. Takeuchi discloses alignment 
lines for grip positioning on a shaft being on a flat surface of a grip and being indicia 
(Fig. 5, Col. 4, Lns. 11-16) filling up the entire length and width of a grip top flat surface 
except the center (Fig. 5). In view of the patent of Radakovich it would have been 
obvious to modify the putter of Bloom to have a sighting device placed on a flat surface 
of a grip end having a length dimension being perpendicular to a first plane of a ball 
striking face, an alignment device on an upper edge with a first alignment line in a 
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direction perpendicular to a first plane of a ball striking face, a second alignment line 
being perpendicular to a first alignment line, parallel to a ball striking face and 
intersecting a first alignment line in order to assist a golfer in improving accuracy by 
improving alignment and control of a face of a club. In view of the patent of Radakovich 
and Takeuchi it would have been obvious to modify the putter of Bloom to have the 
alignment lines being indicia and taking up the entire length, width and center of a grip 
top flat surface and a first alignment line and second alignment line intersecting to form 
four angles and a cross in order to minimize the number of parts needed for a grip by 
having indicia and in order to be more visually visible for a golfer by using the entire 
surface for the alignment indicia. As such for an oval shaped grip a first alignment line 
will be longer than a second alignment line. 

7. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boom in 
view of Radakovich and Takeuchi as applied to claims 6-7, and 9-10 above, and further 
in view of Eberle or Dishner. 

Boom lacks a handle extending at least half of the overall length of the club from 
the head to the upper end of a shaft. Eberle discloses an elongated handle having a 
generally oval, cross-sectional shape including rounded front and rear edges (Fig. 3), an 
elongated axis of an oval, cross-sectional shape being perpendicular to the plane of the 
ball striking face (Col. 3, Lns. 55-57), and a handle having a length approximately half 
the overall length of the golf club (Fig. 1) in order to have a pendulum type putter (Col. 
1, Lns. 7-32). Dishner discloses an elongated handle having a generally oval, cross- 
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sectional shape including rounded front and rear edges (Fig. 3), and a handle having a 
length approximately half the overall length of the golf club (Figs. 5-6) in order to have a 
length adaptable to a wide variance of personal stances and physiognomy (Col. 4, Lns. 
13-14). In view of the patents of Eberle or Dishner it would have been obvious to 
modify the putter of Boom to have a handle extending at least half of the overall length 
of the club from the head to the upper end of a shaft in order to have a length adaptable 
to a wide variance of personal stances and physiognomy. 

8. Claims 11-12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Radakovich in view of Takeuchi. 

Radakovich discloses a sighting device placed on a flat surface of a grip end 
(Figs. 4-5) having a length dimension being perpendicular to a first plane of a ball 
striking face, an alignment device on an upper edge with a first alignment line (Ref. Nos. 
92, 48, Fig. 5) in a direction perpendicular to a first plane of a ball striking face, a 
second alignment line (Ref. No. 94 in figure 4 and the boundary line for figure 5) being 
perpendicular to a first alignment line, parallel to a ball striking face (Fig. 5, Col. 5, Lns. 
26-39), indicia on flat surface in the form of indicia on a sticker which is placed on a butt 
end of a grip, a design of an arrow may be varied (Fig. 5, Col. 5, Lns. 27-33) in order to 
improve accuracy (Col. 1 , Lns. 7-10) by improving alignment and control of a face (Col. 
1 , Lns. 35-37), and a grip able to be used with a putter. 

Radakovich lacks a first alignment line and second alignment line intersecting to 
form four angles and a cross. 
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Takeuchi discloses alignment lines for grip positioning on a shaft being on a flat 
surface of a grip and being indicia (Fig. 5, Col. 4, Lns. 11-16) filling up the entire length 
and width of a grip top flat surface except the center (Fig. 5). In view of the patent of 
Takeuchi it would have been obvious to modify the club of Radakovich to have the 
alignment lines being on both sides of the end of a grip with indicia taking up the entire 
length, width and center of a grip top flat surface forming a cross and four angles in 
order for the alignment lines to be more visually visible for a golfer by using the entire 
surface for the alignment indicia. 

9. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Radakovich in view of Takeuchi as applied to claims 11-12 and 15 above, and further in 
view of Eberle or Dishner. 

Radakovich lacks a handle extending at least half of the overall length of the club 
from the head to the upper end of a shaft. Eberle discloses a handle having a length 
approximately half the overall length of the golf club (Fig. 1 ) in order to have a pendulum 
type putter (Col. 1, Lns, 7-32). Dishner discloses a handle having a length 
approximately half the overall length of the golf club (Figs. 5-6) in order to have a length 
adaptable to a wide variance of personal stances and physiognomy (Col. 4, Lns. 13-14). 
In view of the patents of Eberle or Dishner it would have been obvious to modify the 
club of Radakovich to have a handle extending at least half of the overall length of the 
club from the head to the upper end of a shaft in order to have a length adaptable to a 
wide variance of personal stances and physiognomy. 
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10. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Radakovich in view of Takeuchi as applied to claims 11-12 and 15 above, and further in 
view of Boom. 

Radakovich lacks a first alignment line being longer than a second alignment 

line. 

Bloom discloses a putter (Fig. 4) with a cross section of a grip being oval with a major 
axis perpendicular to the face of head in order to have an ergonomic gripping surface 
that promotes a preferred palm and promotes proper hand and body placement 
(Abstract). In view of the patent of Bloom it would have been obvious to modify the 
putter of Radakovich to have a grip being an oval with a major axis perpendicular to the 
face of a head with the first alignment line along the major axis and the second 
alignment line along the minor axis in order to have a grip to having an ergonomic 
gripping surface that promotes a preferred palm and promotes proper hand and body 
placement as well as alignment features a golfer is able to use when hitting a ball. 



Response to Arguments 



1 1 . The argument that double patenting rejection is improper due to the limitations of 
the claims of this application are patentably distinct over the shape as claimed in the 
claims of patent 6,723,001 is disagreed with. All the structure claimed in the 
combination of claims 1-2 of this application is contained in the combination of claims 1 
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and 4-5 of patent 6,723,001 . The applicant commented on the examiner using both 
figures 4 and 5 in the rejection causing confusion. The examiner was merely pointing 
out that both of these embodiments show alignment lines which are perpendicular to 
one another and being used for alignment purposes. Either of these embodiments 
coupled with the teaching of Takeuchi the examiner believes would result in the 
applicant's alignment lines which produce four corners. The argument that it is 
improper to use the reference of Radakovich since Radakovich does not have 
alignment lines with form four angles or a cross is disagreed with. Radakovich was not 
used alone to argue that it would be obvious to have this structure but Radakovich was 
combined with Takeuchi which shows alignment lines on both halves of a grip end for 
alignment purposes. Takeuchi would not need to have alignment lines on both halves 
to perform alignment of a grip on a club. However Takeuchi did teach having alignment 
lines on both halves of a grip. This same teaching would be obvious to add to the 
alignment device of Radakovich to further aid the golfer in aligning a club when playing. 
The argument that having a cross with the alignment lines of Radakovich would destroy 
the reference of Radakovich is disagreed with. It would enhance the objective of 
Radakovich. Many heads have alignment lines which are rearward of a impact area 
and are effective in being used by a player to align a club in the target direction. The 
importance is that the line is aligned in the direction of the target. The argument that the 
reference of Radakovich is improper in that if a sticker is used it would need to be 3 - 
dimensional and tilted is disagreed with. Radakovich discloses alignment devices which 
are not tilted (Fig. 10, Col. 2. Lns. 62-63) and clearly Radakovich does not discuss a 
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sticker embodiment (Col. 5, Lns. 27-33) having a tilting feature associated with when 
attached to a butt end of a shaft. One skilled in the art would clearly see this as adding 
a thin sticker with alignment indicia to a flat face of a butt end of a club. The argument 
that combining the references of Radakovich in view of Takeuchi is improper due to 
neither references disclosing intersecting lines is disagreed with. One of the definitions 
of intersect is to have one or more points in common (The Random House College 
Dictionary Revised Edition 1975). Clearly Radakovich's alignment lines meet this 
definition of intersection in a "T" shaped intersection. The argument that neither 
references disclose intersecting lines as indicia is disagreed with. Radakovich clearly 
states that a sticker is able to also be used (Col. 5, Lns. 30-33). Clearly if a sticker is 
used having intersecting alignment lines as shown in figures 4 or 5 indicia would have 
be used. The argument that it is improper to use the reference of Radakovich since 
placing indicia lines statically affixed to a butt end would make the device inoperative is 
disagreed with. Clearly placing a sticker on a butt end of a club is statically affixing the 
alignment device to a butt end. Plus if the first alignment line is aligned to be 
perpendicular to a face some golfers would want it to be a permanent alignment device 
since golfer's mostly attempt to hit a ball square when playing a round of golf (Col. 5, 
Lns. 34-39). 



1 2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later . 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen L. Blau whose telephone number is (571 ) 272- 
4406. The examiner can normally be reached on Mon - Fri 10:00 AM - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on (571) 272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Sib/ 7 January 2006 



